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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )^ Responsive to communication(s) filed on 09 February 2006 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
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DETAILED ACTION 



Response to Amendment 



1. 



In response to the amendment received February 9, 2006: 



a. 



Claims 7-11 have been cancelled. Claims 1-6 are pending. 



Election/Restrictions 



2. Applicant's election without traverse of Group I, claims 1-6 in the reply filed on 
February 9, 2006 is acknowledged. 



3. The information disclosure statement filed September 16, 2003 has been placed 
in the application file and the information referred to therein has been considered as to 
the merits. 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



5. Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent Application Publication No. 2002/0160252 (Hirahara). 

Hirahara discloses a method of forming a gas diffusion paper comprising: cutting 
carbon fibers into predetermined lengths, forming a paper material using the chopped 
carbon fibers; impregnating the paper material with a thermoset resin material, molding 



Information Disclosure Statement 



Claim Rejections - 35 USC § 102 



States. 
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the impregnated paper material to a predetermined thickness and density, and heating 
the molded impregnated paper material to a carbonization temperature. 

Hirahara recognized that the product is carbonized or graphitized (paragraph 
[0065]) and thus for the former product, the process would not include a graphitization 
temperature (as applied to claim 1 ). See Example 4, wherein the fiber/phenol mixture of 
Example 3 is heated to 900 °C in an inert atmosphere to carbonize the resin (as applied 
to claim 1). 

One of ordinary skill in the art would further recognize that in order to carbonize 
the product for a diffusion paper which is not graphitized, the carbonization temperature 
would be below 1900°C and occur within the a range between 900 °C and 1400°C. 
Example 4 teaches of carbonizing at a temperature of 900 °C (as applied to claims 2 
and 3). 

The porous diffusion media is wound into a roll (paragraphs [0027] and [0039] as 
applied to claim 4). 

Where applicant claims a composition in terms of a function, property or 
characteristic and the composition of the prior art is the same as that of the claim but 
the function is not explicitly disclosed by the reference, the examiner may make a 
rejection under both 35 U.S.C. 102 and 103, expressed as a 102/103 rejection. 

The fact that a certain result or characteristic may occur or be present in the prior 
art is not sufficient to establish the inherency of that result or characteristic. In re 
Rijckaert, 9 F.3d 1531, 1534, 28 USPQ2d 1955, 1957 (Fed. Cir. 1993). 
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"In relying upon the theory of inherency, the examiner must provide a basis in 
fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the applied prior 
art." Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990) 

In the case of the instant application the basis for expectation of inherency is: 

Since the precursor materials and process of carbonizing the combination are 
identical in the instant application and that of Hirahara, there is a reasonable 
expectation that the product of Hirahara will inherently exhibit a carbon content less 
than 99.5% and have a d-spacing (d(002)) of 3.44 Angstroms or higher, absent clear 
evidence to the contrary (as applied to claims 5 and 6). 

The Examiner requires applicant to provide that that the prior art products do not 
necessarily or inherently possess the characteristics of his [or her] claimed product. 

Whether the rejection is based on inherency 1 under 35 U.S.C. 102, on prima facie 
obviousness' under 35 U.S.C. 103, jointly or alternatively, the burden of proof is the 
same... [footnote omitted]." The burden of proof is similar to that required with respect to 
product-by-process claims. In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 
(CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 
1977)). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregg Cantelmo whose telephone number is (571 ) 272- 
1283. The examiner can normally be reached on Monday to Thursday from 9 a.m. to 6 
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p.m. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Pat Ryan, can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
FAXES received after 4 p.m. will not be processed until the following business day. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Gregg Cantelmo 
Primary Examiner 
Art Unit 1745 




